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This brief is submitted concurrently with a Notice of Appeal in the above-listed Application. 
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2006. An Advisory Action was mailed October 18th, 2006 in response to an After Final 
amendment filed by Applicant on October 10th, 2006. 
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REMARKS 

In the Office Action of August 9, 2006 ("FOA"), claims 1, 2, 4-7, 9, 12-15, 17, 19 and 
20 were finally rejected under 35 U.S.C. 102(b) as allegedly anticipated by U.S. Patent 
4,262,991 to Wagener et al. ("Wagener"). Claims 8, 16 and 18 were rejected under 35 U.S.C. 
103(a) as being unpatentable over Wagener in view of U.S. Patent 5,900,708 to Den Engelse 
et al. (" Den Engelse" ). However, it is unnecessary to address the §103 rejections of claims 8, 
16 and 18 here because these rejections are predicated on the ill-founded §102 rejections of 
claims 1 and 9. See FOA , paragraph spanning pages 4 and 5. 

Applicant respectfully submits that Wagener does not teach every element of the 
claimed inventions arranged as in the claims. A cited prior art reference anticipates a claimed 
invention under 35 U.S.C. §102 only if every element of the claimed invention is identically 
shown in the single reference, arranged as they are in the claims. MPEP §2131; In re Bond, 
910 F.2d 831, 832, 15 USPQ 2d 1566, 1567 (Fed. Cir. 1990). Each and every limitation of 
the claimed invention is significant and must be found in the single cited prior art reference. 
In re Donohue, 766 F.2d 531, 534, 226 USPQ 619, 621 (Fed. Cir. 1985). As set forth more 
fully below, Wagener does not disclose each and every element of the claims arranged as 
they are in the claims. Furthermore, the Office Action disregards the significance of certain 
claim elements by suggesting that a single feature taught by Wagener anticipates distinctly 
different elements of the claims in the present Application. 

In rejecting claims 1 and 9, the Examiner alleges that a base plate, a fixed part 9 and a 
stage plate 1 in Wagener disclose the claimed elements of a precision stage, a fixed portion 
and a movable portion arranged as they are in the claims. The Examiner's allegation is 
factually incorrect. 

Claims 1 and 9 of the present Application require, inter alia, a fixed portion 
configured and operative to be attached to a precision stage, a movable portion operably 
coupled to said fixed portion and selectively movable relative thereto. Wagener does not 
explicitly or impliedly teach a fixed portion, a precision stage and a movable portion and does 
teach an arrangement of these elements as recited in the claims. Furthermore, the Examiner 
has repeatedly failed to provide any citation to a drawing or description in Wagener that 
shows all three of these elements, arranged as recited in the claims. 
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Wagener Does Not Teach A Base Plate Separate And Distinct From A Fixed Part 

In the Office Action, the Examiner cites a base plate, a fixed part 9 and a stage plate 1 

as supposedly showing the required precision stage, fixed part and movable portion, 

respectively. However, the cited base plate is not identified in any drawing of Wagener and 

no explicit description of a base plate can be found in the "Description" section of Wagener. 

The term "base plate" is used exclusively in the Abstract and in claims 1-3 of Wagener . In 

contrast, the term "fixed part" does not appear in the Abstract or in claims 1-3 of Wagener . 

but a "fixed part 9" is identified in the drawings, described in the "Description" section and 

claimed in claims 4-6 of Wagener . The terms "base plate" and "fixed part 9" never appear in 

the same part or section of Wagener because the terms describe the same feature. 

Closer examination of the Wagener claims confirms that the "base plate" and "fixed 

part" are not distinctly different elements. In relevant part, claim 4 of Wagener recites: 

...a base plate adapted for fixed mounting on a microscope frame, a 
stage plate carried by said base plate and having a first guided 
suspension with respect to said base plate along a first axis, a first 
movable member disposed between said base plate and said stage 
plate... said first suspension comprising two spaced parallel first-axis 
guides in said base plate, said stage plate having direct laterally guided 
abutment with the first of said first-axis guides and having indirect 
laterally guided abutment with the second of said first-axis guides. . . 

In particular, Wagener ' s claimed "base plate adapted for fixed mounting on a microscope 

frame" claim 4 can only be supported by Wagener ' s teaching of "a fixed part 9, which is 

connected with the microscope" when the term "fixed part 9" is equated with the term "base 

plate." Wagener . col. 2, lines 7-10. Further, Wagener teaches fixed part 9 having two 

grooves 1 0, 11 in which wire-race ball-bearing linear guides are arranged that correspond 

directly to the "two spaced parallel first-axis guides in said base plate" recited in claim 4 of 

Wagener . Wagener . col. 2, lines 10-12. Other than teachings directed to "fixed part 9," 

nothing in Wagener supports the recitation of function and structure associated with 

Wagener's claims "base plate." 

The absence of a detailed description in Wagener of a "base plate" and the failure of 

Wagener's drawings to explicitly show a "base plate" can be reconciled with Wagener 's 

recitations of "base plate" in claims 4-6 and the Abstract only if the terms "base plate" and 

"fixed part 9" are different names for the same Wagener feature. Therefore, it is 

unreasonable to suggest that Wagener 's "fixed part 9" anticipates both a fixed part and a 

distinct precision stage and the rejections of claims 1 and 9 are improper. 
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Wagener Does Not Teach An Arrangement Of Elements As Recited In Claims 1 And 9 

Even allowing arguendo, the Examiner's proposition that a base plate and a fixed part 
might be distinctly found in Wagener, the rejection is nevertheless improper because these 
alleged elements are not identically shown in Wagener , arranged as they are in the claims. 
See MPEP §2131; /n re Bond, 910 F.2d 831, 832, 15 USPQ 2d 1566, 1567 (Fed. Cir. 1990). 
In the Final Office Action, the Examiner rejected the claims alleging that: 

(i) the required precision stage is taught as Wagener ' s base plate, 

(ii) the required fixed portion is taught as Wagener 's fixed part 9, and 

(iii) the required movable portion is taught as Wagener 's stage plate 1 . 
Nevertheless, Wagener nowhere teaches an ari'angement of elements that includes a base 
plate, a fixed part and a stage plate. More specifically: 

• the terms "fixed part" and "base plate" are never found in the same claim; 

• the terms "fixed part" and "base plate" are not found together in the Abstract; 

• the terms "fixed part" and "base plate" are not found together in the 
Description" section; 

• no drawing shows a "fixed part" and a distinct "base plate." 

Therefore, the rejections of claims 1 and 9 are improper for the additional reason that "base 
plate" and "fixed part" features are never disclosed together in any arrangement or 
combination of features or elements of Wagener . notwithstanding the Examiner's unfounded 
assertion that each of these features anticipate a distinctly different required element of 
recited in claims 1 and 9 in the present Application. 
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CONCLUSION 



For at least the reasons provided above, Wagener cannot be said to disclose each and 
every element of claims 1 and 9, arranged as they are in claims 1 and 9 and the §102 
rejections of claims 1 and 9 should be withdrawn. Claims 2, 4-7, 12-15, 17, 19 and 20 
depend ultimately from either claim 1 or claim 9 and these dependent claims are allowable 
for at least the reasons that claims 1 and 9 are allowable. Moreover, the §103 rejections of 
claims 8, 1 6 and 1 8 are improper because Wagener does not teach all elements and 
arrangements of claims 1 and 9 and Den Engelse cannot cure the deficiencies of Wagener . 
Therefore, the rejections of all claims in the Application should be withdrawn and a Notice of 
Allowance should be issued. 

Please charge any fees associated with the submission of this paper to Deposit 
Account Number ,033975. The Commissioner for Patents is also authorized to credit any 
over payments to the above-referenced Deposit Account. 



Date: November 9, 2006 
11682 El CaminoReal 
Suite 200 

San Diego, CA 92130-2092 
(619) 234-5000 



Respectfully submitted. 



PILLSBURY WINTHROP SHAW PITTMAN LLP 




ANTHONY G. SMYTH, 
Tel. No. 858 509.4007 
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